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REMARKS/ARGUMENTS 

The Applicant thanks the Examiner for the Office Action dated October 31, 2008. 

Claim Objections 

The term “such that” in claim 1 has been replaced with “wherein”, in accordance with the 
Examiner’s suggestion. 

Claim Rejections - 35 USC $ 112 

The term “sensing device” in claim 1 has been replaced with “optically imaging pen”. Basis 
for this amendment can be found at page 10, line 25 of the specification. Likewise, the 
relevant dependent claims have been amended so that they now refer to “the pen” of claim 
1 . 

In the Applicant’s submission, these amendments to the claims fully address the Examiner’s 
rejection under 35 USC 1 12. 

Claim Rejections - 35 USC § 103 

Claim 1 stands rejected as being obvious in view of the combined teachings of McNair and 
Morishita. The Applicant contests the relevance of McNair and, in particular, the Applicant 
submits that McNair does not qualify as prior art against the present application under 35 
USC 103. 

McNair enjoys an effective date of March 9, 2000 by virtue of a priority claim to 
provisional US Application No. 60/188,599. 

However, the present invention enjoys an effective date of June 30, 1999 by virtue of a 
claim to earlier foreign priority applications PQ 1312 and PQ13 13 via the parent US 
Application No. 09/607,843. 

Since the present application has an earlier effective date than McNair, it follows that 
McNair cannot be cited as prior art against the present application under 35 USC 102, and 
therefore cannot be used to allege obviousness under 35 USC 103. 
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The Applicant submits that the Examiner’s rejections in view of McNair are improper and 
should be withdrawn. 

Moreover, the Applicant requests withdrawal of the finality of the recent Office Action, 
because the Examiner has improperly used McNair to reject claim 1 when McNair is not 
prior art against the present invention. 

It is respectfully submitted that all the Examiner’s objections have been traversed. 
Reconsideration and allowance of this application is respectfully solicited. 



Very respectfully. 
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